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Dear Sir: 

Appellant in the above-captioned patent application is appealing the rejection of Claims 
2-19 in an Office Action dated June 15, 2005. Pursuant to 37 C.F.R. § 41.31(a)(1), the 
Examiner's decision in the patent application is therefore in condition for appeal to the Board of 
Patent Appeals and Interferences. 

In response to the Examiner's Notification of Non-Compliant Appeal Brief dated July 8, 
2009, Appellant submits the following Amended Brief The Status of Claims has been replaced 
and the Summary of Claimed Subject Matter has been amended, along with other typographical 
errors in the Argument and in footnotes. Appellant has also changed sections IV and XII to 
include related appeals and interferences. 

A check in the amount of $250 for the fee of filing an appeal brief was included with the 
filing of the original appeal brief pursuant to 37 C.F.R. § 41.20(a)(2). 
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III. REAL PARTY IN INTEREST 

The real party in interest is Golden Hour Data Systems, Inc., a California corporation, 

which is the assignee of the patent application by virtue of an assignment recorded in the United 
States Patent and Trademark Office at Reel 014523, Frame 0082. 

IV. RELATED APPEALS AND INTERFERENCES 

• Re -Examination Serial Number 90/0 1 053 1 ; 

• Golden Hour Data Systems, Inc. v. EMSCharts, Inc., No. 06CV381 (E.D. Texas) 
currently on appeal. Golden Hour Data Systems, Inc. v. EMSCharts, Inc., No. 2009- 
1306 (Fed. Cir.). 

V. STATUS OF CLAIMS 

Claim 1 is cancelled, and Claims 2-29 are rejected. Claims 2-19 are being appealed. 

VI. STATUS OF AMENDMENTS 

Appellant has not filed any amendments to the specification or claims subsequent to the 

most recent rejection of the claims. 

VII. SUMMARY OF CLAIMED SUBJECT MATTER 

Embodiments of Appellant's invention include methods and computerized systems for 

managing airborne transportation of a patient, i 

Claim 2 recites a computerized system for managing airborne transportation of a patient.^ 
The airborne transportation of the patient may be done either by a helicopter or an airplane.^ The 
computerized system comprises a first module comprising instructions for dispatching an aircraft 
carrying an airborne emergency crew to a patient site."' The instructions for dispatching an 



1 See Specification, at least at page 3, 11. 27-20, page 4, 11. 3-7, page 6, 11. 10-18, and page 7, 11. 6- 
23, and Claims [[1]] 2, 10 and 15. 

2 See Id., at least at page 7, 11. 1 1-23, and Figures 1,3, and 4a. 
^ See Id. 

See Id., at least at page 9, 11. 14 - page 10, 11. 5, and Figures 3 and 4a. 
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aircraft include making use of stored information regarding emergency equipment and personnel 
- including dispatchers, flight crew members, base physicians, and pilots - along with received 
information regarding the patient and the patient site - such as accident scene location, ground 
contacts, and basic patient scenario and demographics.^ 

The computerized system of Claim 2 also comprises a second module comprising 
instructions for generating a calculated flight path to the patient site, which may be generated 
using information regarding the rendezvous and landing zone locations as well as the closest and 
receiving hospitals.^ In a particular aspect, rendezvous and landing zone information is gathered, 
including address, zip code, Thomas Bros, references and waypoint longitude/latitude locations.^ 
Other information that may be used includes information regarding, for example, local noise 
regulations and the existence of power lines. ^ 

Claim 2 also comprises a third module comprising instructions for tracking the actual 
flight path of the aircraft and determining whether the actual flight path varies from the 
calculated flight path.^ Flight tracking takes place throughout the flight and both positions and 
time stamps are recorded, This recording may be done automatically, and pertinent flight 
information calculated, such as total mileage traveled. In one aspect, after flight tracking 
information is recorded, the system checks for the existence of diversions from the calculated 
path, and may prompt a user to input a reason for a diversion if a diversion is identified, as 
described in the specification and also illustrated in the process fiow of Figure 4b. 12 

There are a wide variety of reasons for diversion applicable to air transport such as 
helicopters but not to ground transport such as ambulances, including the need to avoid 
hazardous weather conditions. In contrast to diversions in ground transportation, which are 
generally confined to taking an alternate series of roads to a destination, a massive amount of 
small variations may be made to a fiight path, each of which may have a significant effect on the 



5 See Id., at least at page 9, 11. 22-31, and Figure 4a. 
^ See Id., at least at page 9, 11. 6-25, and Figures 3 and 4a. 
7&eM,atpage 6, 11. 9-14. 
8&eM,atpage 19, 11. 7-8. 

^ See Id., at least at page 10, 11 7-9 and 16-19, page 19, 11. 1-2, and Figures 3 and 4a. 
10 See Id 

ii&eM,atpage 10, 11. 16-19. 

12 See Id., at page 19, 11. 1-2, and Figure 4b. 
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cost of the flight, and identification of such diversions enables these diversions to be better 
explained to a customer. 

Claim 10 recites a system for managing airborne transportation of a patient. The 
system comprises means for dispatching an aircraft carrying an airborne emergency transport 
crew to a patient site.i"' The system also comprises means for generating a calculated flight path 
to a patient site.^^ The system also comprises means for tracking the actual flight path of the 
aircraft and determining whether the actual flight path varies from the calculated flight path.i^ 

Claim 15 recites a method of managing airborne transportation of a patient. The 
method comprises dispatching an aircraft carrying an emergency transport crew to a patient 
site.i^ The method also comprises generating a calculated flight path to the patient site.^^ The 
method also includes tracking the actual flight path of the aircraft.^" The method also includes 
determining whether the actual flight path varies from the calculated flight path.^i 

VIII. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

The grounds of rejection to be reviewed on appeal are: 

(1) The rejection of Claims 2 and 9 under 35 U.S.C. § 102(a) as being anticipated by 
Aeromed; and 

(2) The rejection of Claims 2, 10 and 15 under 35 U.S.C. § 103(a) over Nathanson in 
view of Schriewer. 



IX. ARGUMENT 

Independent Claim 2 is not anticipated by Aeromed because the Declaration Under 37 
C.F.R. § 131 To Overcome Aeromed presents facts sufficient to establish either reduction to 
practice of the invention prior to the effective date of Aeromed or in the alternative, facts 



1^ See Id., at least at page 7, 11. 1 1-23, and Figures 1,3, and 4a. 

I'' See Id., at least at page 9, 11. 14 - page 10, 11. 5, and Figures 3 and 4a. 

15 See Id., at least at page 9, 11. 6-25, and Figures 3 and 4a. 

I*' See Id., at least at page 10, 11 7-9 and 16-19, page 19, 11. 1-2, and Figures 3 and 4a. 

1^ See Id., at least at page 4, 11. 3-7, page 6, 11. 10-18, page 7, 11. 6-23, and Claims [[1]] 2, 10 and 

15. 

1^ See Id., at least at page 9, 11. 14 - page 10, 11. 5, and Figures 3 and 4a. 

1^ See Id., at least at page 9, 11. 6-25, and Figures 3 and 4a. 

20 See Id., at least at page 10, 11 7-9 and 16-19, and Figures 3 and 4a. 
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sufficient to establish reduction to practice prior to the effective date of the reference coupled 
with due diligence from prior to said date to a subsequent reduction to practice or to the filing of 
the application, for at least the reasons set forth in section A below. In addition, independent 
Claim 2 is not anticipated by Aeromed for at least the reasons set forth in section B below. 
Further, independent Claims 2, 10, and 15 are not obvious over Nathanson in view of Schriewer 
for at least the reasons set forth in section C below. 

A. Claim 2 Is Not Anticipated By Aeromed Because the Declaration Under 37 C.F.R. § 
131 To Overcome Aeromed Presents Sufficient Facts to Establish Either Reduction 
to Practice or Conception Coupled With Due Diligence Prior to the Effective Date of 
the Aeromed Reference 

In rejecting Claims 2 and 9 under 35 U.S.C. § 102(a) in the Office Action dated May 7, 
2003, the substance of which has not been modified by later Office Actions, the Examiner stated 
only that 

As per claims 2 and 9, Aeromed teaches a computerized system for 
managing airborne transportation of a patient, comprising: 

a first module comprising instructions for dispatching an aircraft carrying 
an airborne emergency transport crew to a patient site (Aeromed; pages 4 and 5); 

a second module comprising instructions for generating a calculated fiight 
path to the patient site (Aeromed; pages 4 and 5); and 

a third module comprising instructions for tracking the actual flight path 
of the vehicle and [determine] whether the actual fiight path varies from the 
calculated fiight path and for tracking flight coordinates of the aircraft (Aeromed; 
pages 4 and S)P 

In response, discussed in greater detail below. Appellant argued that the Aeromed 
reference discusses a system in which the user, looking at position reports and fiight plans 
displayed on a map, can determine whether or not the aircraft is on a calculated flight path, but 
does not disclose or suggest a computerized system comprising instructions for determining 
whether the actual fiight path varies from the calculated flight path.23 In addition. Appellant 
argued that the Aeromed reference, the cited portion of which comprises only 14 lines of 



21 See Id., at least at page 19, 11. 1-2 and Figure 4a.. 

22 May 7, 2003 O.A., pp. 2-3, para. (A). The portion of this document on Page 2 of the Office 
Action as mailed incorrectly referred to the Nathanson reference in the citations. This was 
corrected in a fax from Examiner Kapadia received on June 3, 2003. 

23 Reply to First Office Action, page 5, para. 3. 
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disclosure potentially relevant to Claim 2 and is merely a list of features, is not an enabling 
disclosure with respect to the "first module comprising instructions for dispatching an aircraft" 
as there is no disclosure in the cited portion of the Aeromed reference that discloses how to 
dispatch an aircraft.^t 

In the Office Action mailed September 21, 2004, the Examiner maintained the rejection 
of Claims 2 and 9 as anticipated by the Aeromed reference. In response. Appellant submitted a 
Declaration Under 37 C.F.R. § 131 To Overcome Aeromed (hereinafter "the Declaration"), 
signed by inventors Scott J. Jones and Kevin C. Hutton, a copy of which is attached, which 
provided facts sufficient to overcome the February 5, 1998 effective date of the Aeromed 
reference. 26 

In the Office Action mailed June 15, 2005, the Examiner stated that the affidavit was 
ineffective to overcome the Aeromed reference.^^ The Examiner first argued that "the Exhibit 
sheets fail to show that the apparatus actually existed and worked for its intended purpose," and 
that "it is unclear what invention was reduced to practice ... in light of the fact that Exhibit D 
includes predictive language such as ' . . . we could possibly reduce fuel expense. . . ' (paragraph 4) 
and ' [o]ther potential uses ' (paragraph l)."^^ The Examiner states that "it appears, according to 
the Exhibit sheets that the invention had been conceived on paper at an undisclosed date, and 
that the Applicant appears to have determined what the functions of the product would be in the 
future."29 

The Examiner then stated that "constructive reduction to practice is the filing date of the 
application, 12 September 2002, and reduction to practice has not been shown to be earlier than 
12 September 2000."^" The Examiner also argues that Appellant failed to show due diligence 
from the date of conception to the date of filing, using September 12, 2000 as the filing date.^i 
The Examiner has also argued that language in the Declaration which states that "the elements of 
Claims 2 and 9 'were clearly conceived prior to February 5, 1998, and either actually reduced to 

^'^ Id., page 5, para. 4, and page 6, paras. 1-3 

25 September 21, 2004 O.A., pages 4-5, section A 

26 Amendment and Reply to Final Office Action, page 6, paras. 2-7 
June 15, 2004 O.A., page 13, para 1. 

28 Id., page 13, para. 3 

29 Id., page 13, para. 3 
3" Id., page 13, para. 4 
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practice or was undergoing due diligence to reduce to practice prior to February 5, 1998' 
(emphasis added by Examiner) makes it unclear as to which of these two conditions apply, and 
unclear as to what was actually reduced to practice and what was undergoing due diligence. "^^ 

Appellant respectfully submits that the language used in the Declaration which states that 
"the invention was either actually reduced to practice or was undergoing due diligence to reduce 
to practice prior to February 5, 1998" was intended to mirror the language used in 37 C.F.R. 
1.131. Appellant submits that Exhibit Sheets Al, A2, A3, Bl, B2, B3, C, D, El, E2, and E3, 
which were submitted with and referenced by the Declaration Under 37 C.F.R. § 131 To 
Overcome Aeromed, clearly establish, through the existence of documentation illustrating each 
of the features of Claims 2 and 9, that the invention as claimed in Claims 2 and 9 was conceived 
of by the inventors prior to February 5, 1998, the effective date of the Aeromed reference. As 
discussed below. Appellant submits that the Declaration is sufficient to show that the invention 
was reduced to practice prior to February 5, 1998, or that in the alternative, if the Declaration is 
insufficient to establish actual reduction to practice, the facts illustrate due diligence coupled 
with prior invention. 

Appellant further submits that the Declaration shows that the invention was actually 
reduced to practice, as a beta test version of the service was presented prior to February 5, 1998 
at the Air Medical Transport Conference in Cincinnati. The Examiner has argued that the use of 
predictive language in a single attached Exhibit Sheet creates confusion as to what was actually 
reduced to practice. Appellant respectfully submits that, as set out in the Declaration, each of the 
features of Claims 2 and 9 is supported by non-predictive language and figures in other Exhibit 
Sheets. The existence of certain predictive language in one Exhibit Sheet does not diminish the 
support provided by these other sheets. In addition, the term "other potential uses" is a heading 
followed immediately by the phrase "[a] variety of functions can be performed by the individual 
computers in addition to the clinical medical record. . ."^^ (emphasis added). 

The Examiner has also argued that the Declaration and attached exhibits fail to show that 
the apparatus actually existed and worked for its intended purpose. Appellant respectfully 



^1 Id., page 14, para. 1 

32 Id., page 14, para. 2 

33 Exhibit Sheet D 

34 Jwne 15, 2004 O.A., page 13, para 13 
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submits that the service was in a state complete enough to be considered a beta testing stage, and 
that this beta test version of the service was further in a state complete enough to be presented at 
the Air Medical Transport Conference in Cincinnati prior to February 5, 1998. Therefore, 
Appellant respectfully submits that the invention as claimed in Claims 2 and 9 was actually 
reduced to practice prior to February 5, 1998. 

If the facts as presented in the Declaration and attached Exhibit Sheets are found to be 
insufficient to establish actual reduction to practice. Appellant respectfully submits that the facts 
are sufficient to establish conception in conjunction with due diligence until the point of filing. 
Appellant first notes that the present application is a continuation of U.S. Application No. 
09/033,440, filed on March 2, 1998 (now U.S. Patent No. 6,117,073), and thus has an effective 
filing date of March 2, 1998, rather than September 12, 2000 as stated by the Examiner. 
Therefore, the period of time during which due diligence must be shown is February 5, 
1998 to March 2, 1998, a period of less than one month. Appellant respectfully submits that 
the creation of the beta test version prior to the constructive reduction to practice on March 2, 
1998 is sufficient to establish due diligence during this short period of time. 

Appellant notes that a Supplemental Declaration has been submitted prior to the filing of 
this Appeal Brief, which is intended to support and clarify certain statements in the Declaration 
Under 37 C.F.R. § 131 To Overcome Aeromed. In particular. Appellant submits that the 
Supplemental Declaration further illustrates that the invention as claimed in pending Claims 2 
and 9 was reduced to practice prior to the effective date of the Aeromed reference, particularly 
with respect to the features of a second module comprising instructions for generating a 
calculated flight path to the patient site, and a third module comprising instructions for tracking 
the actual flight path of the aircraft and determining whether the actual flight path varies from 
the calculated flight path. In the alternative, as discussed above with respect to the Declaration 
Under 37 C.F.R. § 131 To Overcome Aeromed, Appellant submits that the Supplemental 
Declaration further illustrates conception of the invention as claimed in Claims 2 and 9 prior to 
the effective date of the Aeromed reference coupled with due diligence until the point of filing, 
less than one month later. 

Applicant further submits that while the Supplemental Declaration supports and clarifies 

statements made in the Declaration Under 37 C.F.R. § 131 To Overcome Aeromed, the 

Declaration Under 37 C.F.R. § 131 To Overcome Aeromed is sufficient, on its own, to show that 
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the invention was reduced to practice prior to February 5, 1998, or that in the alternative, if the 
Declaration Under 37 C.F.R. § 131 To Overcome Aeromed is insufficient to establish actual 
reduction to practice, the facts illustrate due diligence coupled with prior invention. 

B. Claim 2 Is Not Anticipated By Aeromed Because Aeromed Fails to Disclose 

Instructions For Determining Whether the Actual Flight Path Varies From the 
Calculated Flight Path and Because Aeromed Does Not Contain Enabling 
Disclosure of Instructions For Dispatching an Aircraft 

It is well settled that a "prior art reference anticipates a claim only if the reference 
discloses, either expressly or inherently, every limitation of the claim. "^^ order to anticipate 
the claim, "the [prior art] reference must describe the Applicant's claimed invention sufficiently 
to have placed a person of ordinary skill in the field of the invention in possession of it."^^ 
Moreover, "[t]o serve as an anticipation when the reference is silent about the asserted inherent 
characteristic, such gap in the reference may be filled with recourse to extrinsic evidence [which] 
must make clear that the missing descriptive matter is necessarily present in the thing described 
in the reference, and that it would be so recognized by persons of ordinary skill."^^ As explained 
in detail below. Appellant submits that the Examiner failed to establish a prima facie case of 
anticipation of Claims 2-9, at least because Aeromed does not teach or suggest every limitation 
recited in Claim 2. 

Appellant respectfully submits that Aeromed does not disclose or suggest a computerized 
system comprising "a third module comprising instructions for tracking the actual path of the 
vehicle and determine whether the actual path varies from the calculated path." Aeromed 
mentions a system with "real-time flight tracking" and "graphical flight path display" (Aeromed, 
page 4). Appellant respectfully submits that the portion of the Aeromed document cited by the 
Examiner does not disclose or suggest instructions for determining whether the actual flight path 
varies from the calculated path. In addition, a more detailed description of the flight tracking 
performed by Aeromed, from a portion of the document not cited by the Examiner, states that: 



35 Rowe V. Dror, 112 F.3d 473, 42 U.S.P.Q. 2d 1550 (Fed Cir. 1997) 

36 In re Spada 911 F.2d 705, 15 U.S.P.Q. 2d 1655 (Fed Cir. 1990) 

3^ Continental Can Company USA, Inc. v. Monsanto Co., 948 F.2d 1264, 20 U.S.P.Q. 2d 1746 
(Fed. Cir. 1991) (emphasis added) . 
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"AeroMap shows you the flight plans of all active units as lines on the map. 
Position reports are shown as dots. Watch your aircraft as it flies to its 
destination! You can easily tell if it is off-course." (Aeromed, page 9) 

Appellant respectfully submits that Aeromed discusses a system where the user, looking 
at position reports and flight plans displayed on a map, can determine whether or not the aircraft 
is on the calculated flight path. Appellant further submits, however, that this does not disclose, 
nor does it suggest, a computerized system comprising instructions for determining whether the 
actual flight path varies from the calculated flight path , as required by the third module of Claim 
2. If any determination is made, it is a non-quantitative opinion made by the user viewing a 
display, not by the computerized system. Appellant respectfully submits that, as Aeromed does 
not disclose or suggest a computerized system comprising instructions for determining whether 
the actual flight path varies from the calculated flight path, it neither anticipates nor suggests the 
claimed invention. 

The Examiner has stated that: 

[T]he Aeromed reference teaches a feature which produces flight plans and also 
teaches features that calculate navigation for the entire flight plan and displays 
nearest aircraft to the scene. The examiner takes the position that from these 
three pieces of information (flight plans, navigation path and nearest aircraft to 
the scene-(in order to determine the nearest aircraft to the scene the system in 
Aeromed must determing the actual location of the aircraft)) the deviation from 
the calculated flight plan can be determined in Aeromed, it is an inherent 
feature. 

Appellant respectfully submits that in order to establish inherency of a feature about 
which the reference is silent, it must be shown that the feature "is necessarily present in the 
reference, and would that it would be so recognized by persons of ordinary skill." The Examiner 
has not shown that this feature is necessarily present in the Aeromed reference. On the contrary. 
Appellant respectfully submits that the statement "[y]ou can easily tell if it is off course!" 
indicates that instructions for determining whether the actual flight path varies from the 
calculated flight path are not present in the Aeromed reference, as it appears that visual 
identiflcation of deviations from the calculated path by an observer is the only manner in which 
these deviations can be determined. Thus, Appellant respectfully submits that the feature of 



September 21, 2004 Office Action, page 4, para. 7 - page 5, para. 1 
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instructions for determining whether the actual flight path varies from the calculated flight path 
is not present, either expressly or inherently, in the Aeromed reference. 

An anticipatory printed publication must describe the invention specifically enough to be 
enabling. Ex Parte Thompson, 24U.S.P.Q.2d 1618, 1619 (Fed. Cir. 1992). Accordingly, even if 
the claimed invention is disclosed in the printed publication, that disclosure will not suffice as 
prior art if it is not enabling. In re Donahue, 766 F.2d 531, 533 (Fed. Cir. 1985). While not 
directed specifically at prior art enablement, the eight factors laid out in In re Wands, 858 F.2d 
731, 737 (Fed. Cir. 1988), for determining whether the specification of a patent enabled a person 
of ordinary skill in the art to practice the invention without undue experimentation appear 
applicable by analogy. Of the eight factors enumerated in that case, the most applicable to the 
present case appears to be the "amount of direction or guidance presented." Id. 

As discussed in the response to the September 21, 2004 Office Action, Appellant submits 
that the cited portion of the Aeromed reference is not an enabling disclosure with respect to the 
feature of instructions for dispatching an aircraft, because of the lack of direction and guidance 
provided. The section within the cited portion of Aeromed relevant to Claim 2 is as follows: 

"The AMS (AeroMed Software) Dispatch Module can be used with the Flight 
Management Module or as a stand-alone system. It is an integrated real-time 
fiight dispatching program used to log incoming requests, find coordinates or 
landmarks such as hospitals, road intersections, airports, towns, etc., produce 
fiight plans, and dispatch the aircraft . It is extensively menu and hotkey driven 
and is FAST - the aircraft can be dispatched as quickly as the information is 
gathered. 

Dispatch Advantages 

• Calculates navigation for entire fiight plan; displays nearest aircraft to scene. 
Can use the Yeoman plotter as a waypoint input device. Database of all US 
Towns, Airports, and Navaids is included. 

• Pop-up Windows display navigation information, radio frequencies, LZ 
descriptions, etc. 

• Up to 995 vehicles tracked simultaneously; unlimited pending request queue. 

• Real-time fiight tracking. Hotkeys show nearest trauma center, airport, etc. 
Graphical fiight path display. Yeoman plotter can display position fixes. 

• Automatically activates alphanumeric pagers. "^^ 



Aeromed, page 4, italics and bold in original, underlining added 
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The section of the cited portion relevant to Claim 2 as a whole is only 14 lines 
long, and is merely a list of features. Appellant submits that a substantial part of those 14 
lines discusses producing flight plans and tracking flights, information relevant only to 
the second and third modules of Claim 2. Of the remaining portion, very little is relevant 
to instructions for dispatching an aircraft, the flrst module of Claim [[1]] 2. Furthermore, 
everything under the "Dispatch Advantages" heading represents a result of the program, 
as evidenced by the heading. Appellant submits that there is nothing in the cited portion 
of the Aeromed reference that discloses how to dispatch an aircraft . 

In contrast, the above-referenced patent application contains a signiflcant amount 
of disclosure relevant to embodiments of both the system of Claim 2 generally, and the 
flrst module of Claim 2. Figure 4 contains a flowchart describing the dispatch module 
(an embodiment which comprises instructions for each of the three modules of Claim 2) 
in detail. Figure 3 contains a flowchart that shows inputs of each of the submodules 
within the dispatch module as well as the flow of information out of the dispatch module. 
Figure 2 contains a flowchart that shows the flow of information through the system as a 
whole, including the dispatch module. The dispatch module is discussed generally on at 
least pages 7, 8-10, 15-16, and 17-20. The portions of the dispatch module relevant to 
enablement of the first module of Claim 2 are discussed on at least pages 7, 8-10, 15-16, 
and 17-18. In particular, the discussion on pages 15-16, 17-18 contains detailed 
descriptions of the relevant portion of Figures 3 and 4, respectively. 

The cited portion of the allegedly enabling prior art reference contains a handful 

of lines describing the results of the software. While the Aeromed reference vaguely 

mentions what the software can do, it does not disclose information helpful to the skilled 

artisan seeking to design such a computerized system. In contrast, the specification of 

the above-referenced application contains information enabling a person of ordinary skill 

in the art to develop the first module of Claim 2, including three relevant figures and a 

description spread out over several pages. Appellant submits that the information 

provided in the patent specification, particularly the flowcharts and detailed descriptions 

thereof, is information of the type that would be required, even by a skilled artisan, to 

develop the claimed computerized system without undue experimentation. Thus, the 

present application contains the detailed disclosure lacking in the prior art document. 
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In response, the Examiner has argued that: 

[F]or a disclosure to be used as prior art it is immaterial as to whether the 
reference is valid or non-valid as far as novelty is concerned. As long as the 
reference discloses the claimed invention it can be used in a 35 USC 102 rejection 

Applicant also argues that the amount of technical detail in the Aeromed 
reference is not as much as in the instant application. However, the fact is that 
Aeromed discloses the invention as defined by the claims and that is all that 
matters. The specification are not the metes and bounds of the invention. . . 

Aeromed also teaches "how to dispatch an aircraft" because it teaches 
dispatching the aircraft based on information gathered by the system (aeromed; 
Page 4, paragraph 1). Even though more detail is not provided the examiner 
would like to point out that the disclosure of Aeromed still meets the limitations 
of the claims.'"' 

Appellant respectfully submits that the Examiner's response does not address the points 
raised by Appellant in the response to the September 21, 2004 Office Action. Namely, 
Appellant respectfully submits that the characterization of the Aeromed reference by the 
Examiner that "Aeromed ... teaches 'how to dispatch an aircraft' because it teaches dispatching 
the aircraft base on information gathered by the aircraft" falls well short of the requirement that 
the Aeromed reference "must describe the invention specifically enough to be enabling." The 
Aeromed reference offers almost no guidance whatsoever to a person of ordinary skill seeking to 
implement the system described in Aeromed. The Aeromed reference does not allow a person of 
ordinary skill in the art to practice the invention without undue experimentation. Thus, 
Appellant submits that even if the feature of "instructions for dispatching an aircraft" is disclosed 
by the Aeromed reference, as argued by the Examiner, the reference cannot be used as a 35 
U.S.C. § 102(a) reference, as it is not an enabling reference, and the Examiner has made no 
showing that the reference is enabling. 

For at least the reasons discussed above. Appellant respectfully submit that Claim 2 is not 
anticipated under 35 U.S.C. § 102(a) by Aeromed. As Claim 9 depends from independent 
Claim 2, Appellant respectfully submit that Claim 9 is not anticipated by Aeromed for at least 
the reasons discussed with respect to Claim 2. Appellant therefore submits that the rejections of 
Claims 2 and 9 under 35 U.S.C. § 102(a) should be withdrawn. 



September 21, 2004 Office Action, page 4, paras. 5-6, and page 5, para. 2 
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C. Claims 2, 10, and 15 Are Not Obvious Over The Nathanson Reference in View of the 
Schriewer Reference, At Least Because Both Nathanson and Schriewer Fail to 
Teach or Suggest Instructions for Determining Whether the Actual Flight Path 
Varies From the Calculated FMght Path 

The Examiner rejected Claims 5 and 7-9 under 35 U.S. C. § 103(a) as being obvious over 
Nathanson in view of Schriewer."'^ As will be discussed in greater detail below, Appellant 
submits that the Examiner failed to establish a prima facie case of obviousness with respect to 
Claims 2, 10 and 15, at least because neither Nathanson nor Schriewer teach every limitation 
present in claims 2, 10, and 15. 

In the first Office Action, mailed May 7, 2003, the Examiner stated with respect to Claim 

2 that 

Nathanson teaches a computerized system for managing transportation of 
a patient comprising: 

a first module comprising instructions for dispatching a vehicle carrying 
an emergency transport crew to a patient site (Nathanson; Abstract, column 4, 
lines 21-27, column 16, line 42-column 18, line 5, and column 21, lines 6-31) 

a second module comprising instructions for generating a calculated path 
to the patient site (Nathanson; column 18, lines 8-28) 

a third module comprising instructions for tracking the actual path of the 
vehicle and determining whether the actual path varies from the calculated path 
(Nathanson; colum 19, line 43 to column 20, line 2).'^^ 

The Examiner conceded that "Nathanson fails to expressly teach the vehicle being an 
aircraft carrying an emergency transport crew to a patient site" but argued that Schriewer teaches 
these features (at page 1, para. 1), and that it would have been obvious to "expand the system 
taught by Nathanson with Schriewer' s teaching with regards to these limitations, with the 
motivation of 'transporting critical-care patients or accident victims . . . [where] . . . time is of the 
essence' (Schriewer; page 1, paragraph 1, lines 5-6)"."'^ The Examiner rejected Claims 10 and 
15 for the same reasons as Claim 2, arguing that they repeat the features of Claim 2. 

In the Final Office Action mailed September 21, 2004, the Examiner argued that: 

[T]he system of Nathanson calculates parameters such as the estimated time of 
pickup and departure which necessarily reflect the actual flight path. Moreover, 
the system in Nathanson teaches a minimum path algorithm. The examiner 



"•1 June 15, 2005 Office Action, page 3, para. 6 
"•2 May 7, 2003 Office Action, page 3, para. 4 - page 4, para. 3. 
"•^ June 15, 2005 Office Action, page 4, paras. 5-7 
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contends that from these pieces of information the deviation of the actual flight 
path from the calculate [d] flight path (minimum path algorithm) can be 
determined. 

In the most recent Office Action, mailed June 15, 2005, the Examiner stated: 
[pjlease note that Examiner interprets Nathanson's teachings of 

'The on-board vehicle hardware may include an automated vehicle locator 
system based on the LORAN "C" coordinate navigation system. The 
LORAN transceiver signals the approximate real time vehicle position of 
the vehicles on the graphic display monitor. The vehicle information is 
displayed in the form or coordinate maps of the service areas. The maps 
display icon-based indicators of vehicle locations and downstream 
itineraries, pock-up and delivery locations, service zones, and highlighted 
displays of vehicle routes.' (Nathanson; column 4, lines 1-12; together 
with 

'[t]he interruption indicates that a vehicle's current itinerary has been 
revised by a stop insertion and that the vehicle's immediate destination 
has to be rerouted' (Nathanson; column 30, lines 10-21) 

as teaching these limitations. 

"The key to supporting any rejection under 35 U.S.C. § 103 is the clear articulation of the 
reason(s) why the claimed invention would have been obvious. The Supreme Court in KSR [i.e, 

KSR International Co. v. Teleflex Inc., 550 U.S. , , 82 USPQ2d 1385, 1395-97 (2007)] 

noted that the analysis supporting a rejection under 35 U.S.C. § 103 should be made explicit.'"'^ 
One such way to establish a prima facie case of obviousness is the three part test articulated in In 
re Vaeck, 947 F.2d 488 (Fed. Cir. 1991). First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally available to one of ordinary 
skill in the art, to modify the reference or to combine reference teachings."'^ Second, there must 
be a reasonable expectation of success. "'^ Finally, the prior art reference (or references when 
combined) must teach or suggest all of the claim limitations."'^ The initial burden is on the 



Id., page 16, paras. 1-4 

45 M.P.E.P. § 2143. 

46 In re Vaeck, 947 F.2d 488 (Fed. Cir. 1991) 

48 M 
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Examiner to provide some suggestion of the desirability of doing what the inventor has done."*^ 
If the reference does not suggest the claimed invention, the Examiner must present a convincing 
line of reasoning as to why the artisan would have found the claimed invention to have been 
obvious in light of the teachings of the references.^" 

Appellant first submits that the cited portion of Nathanson which discusses the on-board 
vehicle hardware does not itself teach instructions for determining whether the actual flight path 
varies from the calculated flight path. It is unclear from the text of the Nathanson reference 
whether the "highlighted displays of vehicle routes" represent the actual route being traveled by 
the vehicles, or whether it represents a route such as the route calculated by the minimum path 
algorithm discussed elsewhere in the specification. Nevertheless, the on-board vehicle 
hardware merely displays this information, and there is no teaching in the cited portion 
that the system of Nathanson includes any instructions for determining whether the actual 
path of the ground vehicle of Nathanson varies from the calculated route. 

Furthermore, because the vehicles discussed in Nathanson are ground vehicles, the 
possible paths taken to a destination are limited by the roads which lead to that destination, and a 
deviation from the calculated path would involve taking a completely different road to the 
destination. Because this display is a part of the on-board vehicle hardware, the driver would be 
the only person to view the display, and the driver would already be aware that a different road is 
being taken to the destination. There is, thus, no teaching in the cited portion of Nathanson 
which discloses instructions for determining whether the actual flight path varies from the 
calculated flight path, nor is there any suggestion or motivation to modify the system to include 
such instructions. 

The additional portions of Nathanson cited by the Examiner do not cure this deficiency. 
In particular. Appellant disagrees with the Examiner's assertion that the discussion of the on- 
board vehicle hardware in conjunction with the discussion of the stop insertion teach instructions 
for determining whether the actual flight path varies from the calculated flight path. Appellant 
respectfully submits that the cited portion of Nathanson discussing the "stop insertion" can be 
better understood in conjunction with the preceding sentence. The relevant portion of the 
Nathanson reference states: 



49 See M.P.E.P. § 706.020') 
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The second function occurs when an assignment interruption input arrives from 
the dispatch program 300. The interruption indicates that a vehicle's current 
itinerary has been revised by a stop insertion and that the vehicle's immediate 
destination has to be rerouted. 

This portion of the Nathanson reference clearly does not disclose determining whether 
the actual path of the vehicle varies from the calculated flight path. Rather, an instruction has 
been received from the dispatch program which changes the intended destination of the vehicle. 
At best, the receipt of the instruction results in a modification of the calculated path of the 
vehicle, as the immediate destination of the vehicle has been changed by this instruction, but has 
nothing to do with the actual path of the ground vehicle. 

This can be seen even more clearly when examining the dispatch program. The dispatch 
program of Nathanson can be utilized to determine the best candidate vehicle to be rerouted. 
One part of this determination is the "Distance Out of the Way", which is defined as "[t]he total 
additional distance traveled with the new stop is to be inserted, or if the new stop is to be reached 
directly from the vehicle's current Iocation."52 If the stop is to be inserted after the current 
destination, any variance between the actual path being taken by the vehicle and the calculated 
path is irrelevant, as the vehicle must still travel to the current destination, regardless of the 
actual path currently being taken to that destination.^^ If the stop is to be inserted prior to the 
current destination, then the distance to be traveled can be calculated directly from the current 
location of the vehicle.^"' There is no disclosure in Nathanson of determining whether the current 
position of the vehicle represents a variance from the calculated path, nor would it make any 
sense to make such a determination, as this information would be irrelevant to the calculations 
being made. 

"Estimated Time of Arrival" is also taken into account by the dispatch program, and 
calculating any variance between the previously estimated time arrival and the current estimated 
time of arrival - based on the current location of the ground vehicle - would be similarly useless. 



50 Ex parte Clapp, 111 U.S.P.Q. 972, 973 (Bd. Pat. App. & Inter. 1985). 

51 Nathanson, col. 30, 11. 10-14 
^'^ Nathanson, col. 16, 11. 51-54 

53 See id. 

54 See id. 

-19- 



Appl. No. : 09/659,866 

Filed : September 12, 2000 



as it is only the current location of the vehicle which matters to this analysis. Thus, 
determining whether the actual path of the vehicle has varied from the calculated path is also not 
taught by Nathanson in conjunction with the calculation of the estimated time of arrival from the 
current location. 

These deficiencies are not cured by the Schriewer reference, which merely discusses the 
use of helicopters as emergency transport vehicles, and has been cited by the Examiner only as 
teaching the vehicle being an aircraft carrying an emergency transport crew to a patient site. 

Therefore, for at least the reasons discussed above. Appellant respectfully submits that 
the Examiner has failed to make out a prima facie case that Claim 2 is obvious over Nathanson 
in view of Schriewer, and that Claim 2 is patentable over Nathanson and Schriewer. As the 
Examiner relied on the same arguments with respect to the patentability of Claims 10 and 15, 
Appellant respectfully submits that the Claims 10 and 15 are patentable over Nathanson and 
Schriewer for at least the reasons discussed above with respect to Claim 2. Similarly, as Claims 
3-9 depend from independent Claim 2, Claims 11-14 depend from independent Claim 10, and 
Claims 16-19 depend from independent Claim 15, Appellant respectfully submits that they are 
patentable for at least the reasons discussed with respect to the independent Claims 2, 10, and 15 
from which they depend. Appellant submits that the rejections of Claims 2-19 under 35 U.S.C. § 
103(a) should be withdrawn. 

For the reasons discussed above. Appellant respectfully submits that Claims 2 and 9 are 
not anticipated under 35 U.S.C. 102(a) by Aeromed, and Claims 2-19 are not obvious under 35 
U.S.C. § 103(a) over Nathanson in view of Schriewer. As Appellant has addressed each of the 
grounds of rejection of the independent claims on appeal. Appellant respectfully submits that 
Claims 2-19 are in condition for allowance, and requests allowance of Claims 2-19. 



Dated: November 2, 2009 




Manuel de la Cerra 
Attorney for Applicant 
Registration No. 45,776 



See id., col 16, 11. 57-63. 
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X. CLAIMS APPENDIX 

The claims involved in this appeal are as follows: 

2. (Previously Presented) A computerized system for managing airborne transportation 
of a patient, comprising: 

a first module comprising instructions for dispatching an aircraft carrying an 
airborne emergency transport crew to a patient site; 

a second module comprising instructions for generating a calculated flight path to 
the patient site; and 

a third module comprising instructions for tracking the actual flight path of the 
aircraft and determining whether the actual flight path varies from the calculated flight 
path. 

3. (Previously Presented) The system of Claim 2, wherein the aircraft is a helicopter. 

4. (Previously Presented) The system of Claim 2, wherein the patient site is an accident 

site. 

5. (Previously Presented) The system of Claim 2, wherein the patient site is a hospital. 

6. (Previously Presented) The system of Claim 5, wherein the first module comprises 
instructions for determining whether transportation of the patient from the patient site to another 
hospital is in compliance with interfacility transportation guidelines. 

7. (Previously Presented) The system of Claim 6, wherein the guidelines are the 
Consolidated Budget Reconciliation Act (COBRA) or the Omnibus Budget Reconciliation Act 
(OBRA). 

8. (Previously Presented) The system of Claim 2, wherein the first module comprises 
instructions for storing crew work schedules for the emergency transport crew. 

9. (Previously Presented) The system of Claim 2, wherein the third module comprises 
instructions for tracking the flight coordinates of the aircraft. 

10. (Previously Presented) A system for managing airborne transportation of a patient, 
comprising: 

means for dispatching an aircraft carrying an airborne emergency transport crew 
to a patient site; 

means for generating a calculated flight path to the patient site; and 
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means for tracking the actual flight path of the aircraft and determining whether 
the actual flight path varies from the calculated flight path. 

1 1 . (Previously Presented) The system of Claim 10, wherein the dispatching means 
comprise means for determining whether transportation of the patient from the patient site to 
another hospital is in compliance with interfacility transportation guidelines. 

12. (Previously Presented) The system of Claim 11, wherein the guidelines are the 
Consolidated Budget Reconciliation Act (COBRA) or the Omnibus Budget Reconciliation Act 
(OBRA). 

13. (Previously Presented) The system of Claim 10, wherein the dispatching means 
comprises means for storing crew work schedules for the emergency transport crew. 

14. (Previously Presented) The system of Claim 10, wherein the tracking means 
comprises means for tracking the flight coordinates of the aircraft. 

15. (Previously Presented) A method of managing airborne transportation of a patient, 
comprising: 

dispatching an aircraft carrying an airborne emergency transport crew to a patient 

site; 

generating a calculated flight path to the patient site; 
tracking the actual flight path of the aircraft; and 

determining whether the actual flight path varies from the calculated flight path. 

16. (Previously Presented) The method of Claim 15, wherein dispatching an aircraft 
comprises determining whether transportation of the patient from the patient site to another 
hospital is in compliance with interfacility transportation guidelines. 

17. (Previously Presented) The method of Claim 16, wherein the guidelines are the 
Consolidated Budget Reconciliation Act (COBRA) or the Omnibus Budget Reconciliation Act 
(OBRA). 

18. (Previously Presented) The method of Claim 15, additionally comprising storing crew 
work schedules for the emergency transport crew. 

19. (Previously Presented) The system of Claim 15, wherein tracking the flight path 
comprises tracking the flight coordinates of the aircraft. 
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XI. EVIDENCE APPENDIX 

In an Amendment and Reply to Final Office Action mailed December 17, 2004, 
Appellant submitted a Declaration Under 37 C.F.R. § 131 To Overcome Aeromed, along with 
accompanying Exhibit Sheets Al, A2, A3, Bl, B2, B3, C, D, El, E2, and E3. A Request for 
Continued Examination mailed on January 21, 2005 requested consideration of the December 
17, 2004 Amendment. The Declaration Under 37 C.F.R. § 131 To Overcome Aeromed, and 
accompanying Exhibit Sheets are relied upon by the Appellant with respect to the grounds of 
rejection on appeal, and copies are attached herewith. 

In a Submission Prior to Filing of Appeal Brief sent April 13, 2005, Appellant submitted 
a Supplemental Declaration, along with accompanying Exhibit Sheets F, G, and H. Copies of 
the Supplemental Declaration and accompanying Exhibit Sheets are also attached herewith. 
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XII. RELATED PREOCEEDINGS APPENDIX 

The following documents are submitted herewith in compliance with 37 CFR 41.37 § 
(c)(l)(ii), and listed on the Information Disclosure Statement filed concurrently herewith. 

• Third Party Re -Examination Request Serial Number 90/01053 1 (item 64) 

• USPTO Re-Examination Order for Serial Number 90/0 1 053 1 (item 65) 

• Complete Docket Report for Golden Hour Data Systems, Inc. v. EMSCharts, Inc., No. 
06CV381 (E.D. Texas) (item 54) 

• Docket # 80- 6/23/08 MEMORANDUM AND OPINION AND ORDER in Golden Hour 
Data Systems, Inc. v. EMSCharts, Inc., No. 06CV381 (E.D. Texas) (item 55) 

• Docket # 285- 4/3/09 MEMORANDUM AND OPINION AND ORDER in Golden Hour 
Data Systems, Inc. v. EMSCharts, Inc., No. 06CV381 (E.D. Texas) (item 56) 

• Docket # 286- 4/3/09 MEMORANDUM AND OPINION AND ORDER in Golden Hour 
Data Systems, Inc. v. EMSCharts, Inc., No. 06CV381 (E.D. Texas) (item 57) 

• Defendants' Preliminary Invalidity Contentions in Golden Hour Data Systems, Inc. v. 
EMSCharts, Inc., No. 06CV381 (E.D. Texas) (item 68) 
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